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DETAILED ACTION 

1 . Applicant's arguments in response to the Office action dated 1 2/1 7/08 liave been 
fully considered. 

2. The 35 USC Section 1 12-second paragraph rejections are withdrawn in view of 

the present amendment and response. 

3. The 35 USC Section 103(a) rejections based on Lucast et al. (WOOO/78884) in 
view of Cooprider et al. (US 5,571 ,617), and further as evidenced by Istvan Benedek 
and Luck J. Heymans {Pressure-Sensitive Adhesive Technology, Marcel Dekker Inc., 
Chapter 8, page 412, 1997) are withdrawn in view of applicant's amendment and 
response. 

4. In view of applicant's amendment, a new 35 USC Section 1 1 2-first paragraph 
rejection is made. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1-7 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
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skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

6. With respect to the newly added limitation of "homopolymer of polyalkylene 
glycol", it is submitted that while there is support to recite "homopolymer of polyethylene 
glycol" or "homopolymer of polypropylene glycol" (see page 28, first full paragraph of the 
specification as originally filed), there is no support to broadly recite "homopolymer of 
polyalkylene glycol" which would encompass all of the homopolymers for which there is 
no support. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over on 
Lucast et al. (WOOO/78884) in view of Cooprider et al. (US 5,571 ,617), Imamura et al. 
(US 5,783,209), and further as evidenced by Istvan Benedek and Luck J. Heymans 

{Pressure-Sensitive Adhesive Technology, Marcel Dekker Inc., Chapters, page 412, 
1997). US 6,518,34361 to Lucast et al. is relied upon as equivalent document for WO 
00/78884. 
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8. With regards to claim requirement of concentration of the surfactant in a surface 
portion of the PSA layer within the range of up to 3 nm inward from the outer face of the 
PSA layer being 0.1 to 3 parts by weight, it is respectfully submitted that the claim 
language is open to the presence of a surfactant in the entire PSA layer. The claim 
language does not require concentration gradient of surfactant in the PSA. Therefore, a 
PSA layer having weight% of surfactant as claimed by Applicant can be interpreted to 
meet Applicant's claimed requirement of "in a surface portion of the pressure-sensitive 
adhesive layer within the range of up to 3 nm inward from the outer face of the 
pressure-sensitive adhesive layer... sulfur atom is contained in a proportion of from 0.1 
to 3 parts by weight based on 100 parts by weight of the whole of the monomer 
components constituting the acrylic polymer (A) that forms the surface portion of the 
pressure-sensitive adhesive layer". 

9. Lucast discloses a wet-stick pressure-sensitive adhesive tape, wherein the PSA 
can be adhered to both wet and dry surfaces (abstract and column 3 lines 5-15). With 
respect to Applicant's claimed acrylic polymer (A) the disclosure of Lucast at column 4 
lines 40-68 beginning at "(Meth)acryliate monomers" meets Applicant's acrylic polymer 
(A). 
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1 0. Regarding claim 1 , Lucast is silent as to teaching "in a surface portion of the 
pressure-sensitive adhesive layer within the range of up to 3 nm inward. ..0.1 to 3 parts 
by weight based on 100 parts by weight of the whole of the... constituting acrylic 
polymer (A) that forms the surface portion of the pressure-sensitive adhesive layer" and 
the hydrophilic polymer (C) as presently claimed. 

1 1 . However, Cooprider discloses a coated sheet material comprising a backing and 
a coating of repositionable PSA (abstract). Further, aqueous dispersion based PSA of 
Cooprider comprises (A) plurality of polymeric, solid elastomeric microspheres that are 
reaction product of reactants comprising at least one C4-C14 alkyi (meth)acrylate 
monomer and at least one comonomer (acrylic polymer containing a (meth)acrylic acid 
C4-C12 alkyI ester) (column 1 lines 45-56 and column 4 lines 1-65), (B) anionic 
surfactant (emuslifier) containing sulfur atom (e.g. sodium lauryl sulfate at column 6 line 
39). Moreover, at column 1 lines 60-67, Cooprider discloses addition of surfactant in an 
amount no greater than about 5 parts by weight per 100 parts by weight of [acrylic] 
microspheres, preferably about no greater than 3 parts by weight and most preferably in 
the range of 0.1 to about 1 .5 parts by weight per 1 00 parts by weight of the [acrylic] 
microspheres. 

1 2. It is noted that the primary reference of Lucast discloses PSA tape that is formed 
of acrylic based PSA. The secondary reference of Cooprider discloses PSA that is 
formed of acrylic adhesive, and further Cooprider disclose addition of surfactants such 
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as anionic surfactant (e.g. Applicant's sodium lauryl sulfate) in the amount as 
contemplated by Applicant (see column 6 lines 30-40 and Example 1). 

Evidence Reference Istvan Benedek and Luc J. Heymans (Pressure-Sensitive 
Adtiesive Teclinology, l\/larcel Deldter Inc., Chapter 8, page 412, 1997) 

1 3. The aforementioned evidence reference is relied upon to show that virtually for 
all uses of PSAs the surface energy of the adhesive is much lower than that of the 
adherent, which is a condition for good wetting. In order to improve the coating 
properties (i.e. wetout) of PSA, surfactants are added to the formulation (see page 412 
provided by the Examiner). 

14. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add the anionic surfactant such as sodium lauryl 
sulfate in the amount as taught by Cooprider in the PSA of Lucast, motivated by the 
desire to improve the coating properties (i.e. wetout) of the PSA of Lucast such that it 
can be applied to a substrate surface. 

1 5. Lucast as modified by Cooprider is silent as to teaching the hydrophilic polymer 
(C) as presently claimed. 

16. However, Imamura discloses a medical pressure-sensitive adhesive (abstract). 
Additionally, at column 6 lines 20-30, Imamura discloses that one can add hydrophilic 
polymer particles such as that of required by Applicant's claims (i.e. polyvinyl alcohol 
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and polyvinyl pyrrolidone) in the amount of 0.1 to 30% by weight to the PSA in order to 
increase water absorbing power of the PSA, suitable adhesive strength, and cohesive 
force of the PSA. 

1 7. It is noted that the primary reference of Lucast at column 9 lines 1 0-21 discloses 
that one can add additive in the adhesive mixture in the amounts sufficient to obtain 
desired end-use properties. Moreover, Lucast's adhesive tape can be used in the 
medical field (column 1 lines 15-25). Further, while the additives of Lucast as taught at 
column 9 lines 10-11 can be added in the polymerizable mixture, said additive can also 
be added at the time of coating to change the properties of the adhesive. This 
disclosure of Lucast that the additives can be added at the time of coating in 
combination with the disclosure of Imamura relating to addition of hydrophilic polymer 
particles to the PSA is interpreted to meet the claim limitation of "wherein the hydrophilic 
polymer is added as an aqueous solution after the polymerization of the acrylic polymer" 
as presently claimed. 

18. Alternatively, the aforementioned claim limitation is a product by process 
limitation. Product by process claims are not limited to the manipulations of the recited 
steps, only the structure implied by the steps. "Even though product by process claims 
are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of 
production. If the product in the product by process claim is the same as or obvious 
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from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 227 USPQ 964, 966 (Fed. Cir.1985). 

1 9. Once the Examiner provides a rationale tending to show that the claimed product 
appears to be the same or similar to that of the prior art, although produced by a 
different process, the burden shifts to applicant to come forward with evidence 
establishing an unobvlous difference between the claimed product and the prior art 
product. In re Marosi, 218 USPQ 289, 292 (Fed. Cir. 1983). The Examiner submits that 
based on the collective disclosure of Lucast, Cooprider and Imamura as set forth above, 
the PSA tape of Lucast as modified by Cooprider and Imamura is structurally and 
functionally equivalent. 

20. It would have been obvious to one having ordinary skill in the art at the time the 
Invention was made to add the hydrophllic polymer particles of Imamura In the amount 
as taught by Imamura in the PSA of Lucast as modified by Cooprider, motivated by the 
desire to increase the water absorbing power of the PSA,, and to provide PSA with 
suitable adhesive strength and cohesive force. 

21 . As to the claimed requirement of the concentration of the anionic emulslfler within 
the range of up to 3 nm inward from the outer face of the PSA layer in proportion of from 
0.1 to 3 parts by weight based on 100 parts by weight of the whole monomer 
constituting the acrylic polymer (A) and the ration of sulfur element by the ESCA 
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measurement is less than 1 atomic%, it is reasonable to presume that said feature is 
present in the invention of Lucast as modified by Cooprider and Imamura. 

22. The support for said presumption is based on the fact that the PSA of Lucast as 
modified by Cooprider and Imamura comprises a PSA having anionic surfactant in the 
amount as claimed by Applicant (see Examiner's reasoning above). Further, as 
previously noted claim language is open to the presence of a surfactant in the entire 
PSA layer. The claim language does not require concentration gradient of 
surfactant in the PSA. Therefore, a prior art PSA layer having the weight% of 
surfactant as claimed by Applicant can be interpreted to meet Applicant's claimed 
requirement of "in a surface portion of the pressure-sensitive adhesive layer within the 
range of up to 3 nm inward from the outer face of the pressure-sensitive adhesive 
layer... sulfur atom is contained in a proportion of from 0.1 to 3 parts by weight based on 
1 00 parts by weight of the whole of the monomer components constituting the acrylic 
polymer (A) that forms the surface portion of the pressure-sensitive adhesive layer". 

23. It is respectfully submitted that based on above facts, the PSAs of Applicant and 
that of Lucast as modified by Cooprider and Imamura are similar in composition. Thus, 
the aforementioned feature would necessarily be present in the invention of Lucast as 
modified by Cooprider and Imamura. 

24. With respect to claim 5, it is respectfully submitted that the recitation of 
"multilayered" PSA does not require that each PSA layer of the "multilayered" PSA be 
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separate and distinguishable from each other, and the claim language does not 
preclude the presence of the anionic emulsifier (B) in other layers of the multilayered 
PSA. Thus, a single PSA layer of the prior art is interpreted as capable of reading on 
the "multilayered" PSA as presently claimed. Accordingly, as set forth previously the 
secondary reference of Cooprider discloses addition of surfactant in an amount no 
greater than about 5 parts by weight per 100 parts by weight of [acrylic] microspheres, 
preferably about no greater than 3 parts by weight and most preferably in the range of 
0.1 to about 1 .5 parts by weight per 100 parts by weight of the [acrylic] microspheres. 

25. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add the anionic surfactant such as sodium lauryl 
sulfate in the amount as taught by Cooprider, in the PSA of Lucast, motivated by the 
desire to improve the coating properties (i.e. wetout) of the PSA of Lucast such that it 
can be easily applied to a substrate surface. 

26. As to claim 7, it is noted that application of PSA tapes of Lucast is in the field of 
adhesive bandages (see column 1 1 lines 20-25). Thus, the Examiner respectfully 
submits that use of porous substrates (backings) is well known in adhesive bandages, 
motivated by the desire to provide breathability to the adhesive bandage. 
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Response to Arguments 

27. Applicant's arguments filed 04/06/09 have been fully considered. 

28. On pages 6-7 of Applicant's amendment, Applicant argues that Lucast teaches 
"nonreactive poly(alkelene oxide) copolymer" where the claims require homopolymer of 
polyalkylene glycol (I.e. one of the hydrophilic polymers C of claimed invention). 

29. The Examiner submits that he is no longer relying on Lucast to teach or suggest 
this limitation of hydrophilic polymer C; instead as set forth in this Office action, 
Imamura is relied upon to render this limitation as being obvious. 

30. On page 7 of Applicant's amendment, Applicant argues that "Moreover, when the 
polyacrylic acid (hydrophilic polymer) is added before the polymerization of the acrylic 
polymer, the amount of... This point was established in the previously submitted... It is 
apparent that polyethylene glycol, which also acts as a hydrophilic polymer, shows the 
same behavior ." 

31 . The Examiner respectfully submits that said arguments are not commensurate in 
scope with the basis of the rejection since Imamura reference is used to render obvious 
hydrophilic polymer such as PVOH and polyvinyl pyrrolidone which are also 

encompassed by the scope of the present claims. Additionally, the Examiner submits 
that Applicant has provided no factual evidence to support his/her assertion that 
polyethylene glycol will also show the same behavior. 
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Conclusion 

32. Applicant's amendment necessitated tine new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

33. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

34. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANISH DESAI whose telephone number is (571 )272- 
6467. The examiner can normally be reached on Monday-Friday, 8:00AM-4:30PM. 

35. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie Shosho can be reached on 571-272-1123. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

36. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A. D./ 

Examiner, Art Unit 1794 
/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



